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DETAILED ACTION 

Response to Amendment 

1. The amendment filed on 11/06/2008 has been entered and considered by the 
examiner. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 4-6, and 8-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beernink (U.S. Patent No. 5,434,929) in view of by Dolan (U.S. 
Patent No. 5,148,015) and further in view of Dutta (U.S. Pub. No. 2002/0073204). 

As to claims 1 and 11, Beernink teaches an input method using an input 
apparatus (10) in which 

a touch panel (52 and 24') is laminated onto a display screen (72) of a display 
apparatus (50), (col. 5, lines 61-64), 

a sensor unit (72) is formed so as to be expanded to the outside of one side of 
said display screen (i.e. 72 includes display screen 52 and keypad 24'. Keypad 24' is 
arranged outside of the side screen 52), (col. 4, lines 36-39) 
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an instruction (pop-up window of command icon) according to a touching position 
of a finger or a touch pen (38) onto said sensor unit is given (col. 7, lines 39-47), and 

a controller (18) generates a control signal on the basis of said instruction (col. 
4, lines 1-2), 

comprising the steps of: 

displaying a selection display (76) comprising a plurality of selection items (82) 
along said side of said display screen (Horizontal side of the display) when the finger or 
the touch pen (38) is touched to said sensor unit (col. 8, lines 49-51 , and lines 58-60); 

and [[instructing selection of]] selecting said [[instructed]] highlighted selection 
item [[when]] upon lifting the finger or the touch pen (highlighting the elements of 
selection items 82 by touch pen 38 and selecting a desired selection by placing the 
touch pen on the screen and then lifting the touch pen), (col. 8, lines 45-50) from 
contact with_said sensor unit (placing and then lifting the touch pen from the touch 
screen 51) at the position of the highlighted selection item_and (col. 9, lines 43-49), 
[[wherein said selection display disappears when the finger or the touch pen is moved 
(lifted) from said sensor unit to said display screen side]] (tapping on box 94, which is 
located on the display screen side, col. 9, lines 15-19), (col. 7, lines 47-50). 

Beernink does not mention highlighting selection item as the finger or touch pen 
moved along said side on said sensor unit. Dolan teaches instructing one of (as can be 
seen in Fig. 1, when the user places his/her finger on sensor 15' the selection option 25 
is highlighted) highlighting said highlighted selection items when the finger or the touch 
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pen is near said selection items (col. 4, lines 56-63) as the finger or touch pen remains 
in contact with said sensor unit (as the user places his/her finger over the sensor the 
photo detector has activated and causes the selection to be highlighted) and is moved 
along said side on said sensor unit (col. 4, lines 64-67). Therefore it would have been 
obvious to one of ordinary skilled in the art at the time the invention was made to have 
added the highlighting selection item by the finger or the touch pen of Dolan to the input 
apparatus of Beernink because The highlighting of the desired selection by the user 
placing his finger over a reflective sensor lined up with the displayed item will normally 
be sufficient to inform the user of the choice that the has elected (col. 5, lines 6-9). 

Beernink and Dolan do not teach cancelling a selection display when the finger 
or the touch pen remains in contact while moved from said sensor unit to said display 
screen on said touch panel. Dutta teaches cancelling a selection display (pop-up box 
containing data items) when the finger or the touch pen (cursor, which acts as a touch 
pen) remains in contact (moving the cursor over other host identifiers) while moved from 
said sensor unit (host identifier) to said display screen on said touch panel (in order to 
move from one host identifier to another the user must move over the display screen on 
the touch panel as can be seen in Fig. 6. when the user moves the cursor from one host 
identifier to another the pop-up box will open and close with the appropriate 
information). It should be noted that the prior art of Dutta does not mention a finger or a 
touch pen moving from the sensor unit to the display screen, however, Beernink 
teaches a touch pen 38, which can be used to move the cursor on the screen instead of 
the mouse or keyboard of Dutta. Therefore since the cursor is moved from one host 
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identifier to another and opens and closes the pop-up box data information, it can be 
concluded that when the touch pen is controlling the cursor in order for the cursor to 
move from one host identifier to another the stylus must remain in contact with the 
sensor unit. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to have added the cancelling a selection display when the 
finger or the touch pen remains in contact while being moved from said sensor to the 
display screen on said touch panel of Dutta to the touch panel of Beernink as modified 
by Dolan because it would help the user to search faster and find information regarding 
a selection display faster through the menu options by eliminating the taping or double 
clicking. 

As to claims 5 and 12, this claim differs from claim 1 only in that the limitations 
"a controller to which an instruction according to a touching position of a finger or touch 
pen onto said sensor unit is given". 

Beernink teaches a controller (18) to which an instruction (pop-up window of 
command icon) according to a touching position of a finger or touch pen (38) onto said 
sensor unit is given (col. 7, lines 39-47), (the display assembly 20 of pen-based 
computer system 10 is both an input and an output device and is coupled to I/O circuitry 
18 by a bi-directional data bus 37, also when the buttons are selected by engaging the 
touch pen 38 the pressure is sensed and communicated to CPU 12 via data bus 37 and 
I/O 18, Fig. 1). 
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As to claims 2 and 6, Beernink teaches, operating a predetermined button (64) 
on a display/sensor unit of said touch panel (24') overlapped with said display screen 
(24' overlaps 72), an instruction corresponding to said button is generated (col. 5, lines 
23-27 and col. 7, lines 39-42). 

As to claims 4 and 8, Beernink teaches the selection display is a menu display 
(col. 7, lines 45-47). 

As to claim 9 and 10, Beernink teaches a selection operation is cancelled 
(quitting a session setting preference) and said selection display is continued when the 
finger or the touch pen is moved along said sensor unit to an end area of said sensor 
unit out of range of said selection items on said display screen (when the pen is moved 
to the close box 94, which is out of range of the selection items of the display screen 
and is at the end of the sensor unit, the user can select the close box 94 by tapping on 
the close box to quit a session setting preference and continue working on the display) 
and thereafter lifting up the finger or touch pen from said sensor unit to said display 
screen side (the tapping of the close box 94 requires the user to press the pen on the 
close box and then lift the pen in order to select the close box 94), (col. 9, lines 15-19). 

Response to Arguments 

4. Applicant's arguments with respect to claims 1,5, 11, and 1 2 have been 
considered but are moot in view of the new ground(s) of rejection. 



Application/Control Number: 10/524,354 Page 7 

Art Unit: 2629 

The new reference of Dutta (U.S. Pub. No. 2002/0073204) has been added to 
read on the newly added limitations of claims 1 , 5, 1 1 , and 12. 

Applicant argues that the newly added limitation of "cancelling a selection display 
when the finger or touch pen is moved from a sensor unit to a touch panel on the 
display screen" is not taught by Beernink and/or Dolan. Therefore the examiner has 
added the new reference of Dutta to read on this new limitations. 

Dutta teaches selection display of "host identifiers" when the cursor moved over 
these selection displays a pop-up box containing information data regarding these 
selection displays is displayed. When the cursor is moved from one selection display to 
another these pop-up boxes are opened and closed, also while the user is moving from 
one selection display to another the user must pass over the display screen, which is 
between the selection displays. The prior art of Dutta does not mention a finger or a 
touch pen moving from the sensor unit to the display screen, but teaches the mouse 
and keyboard are not the only input devices and a stylus can also be used, however, 
Beernink teaches a touch pen 38, which can be used to move the cursor on the screen 
instead of the mouse or keyboard of Dutta. Therefore since the cursor is moved from 
one host identifier to another and opens and closes the pop-up box data information, it 
can be concluded that when the touch pen is controlling the cursor in order for the 
cursor to move from one host identifier to another the stylus must remain in contact with 
the sensor unit. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Hoffman (U.S. Patent No. 5,250,929) teaches an interactive overlay-driven 
computer display system. 

Inquiry 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PEGEMAN KARIMI whose telephone number is 
(571)270-1712. The examiner can normally be reached on Monday-Thursday 8:00am - 
5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chanh Nguyen can be reached on (571) 272-7772. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pegeman Karimi/ 
Examiner, Art Unit 2629 
December 26, 2008 



/Chanh Nguyen/ 

Supervisory Patent Examiner, Art 

Unit 2629 



